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„ ' ^ ' REMARKS Z ' 

Claims .1-14 and_21-32 are pending xn\;he- instant appiicatic 
'ClaiTTi 3 has been canceled. 



on. 



I . Restriction of the Sequences of Claim 3 ' * 

-The sequerices listed in- claim 3 have been subj-ecJiVd to\ 
Restriction Requirement- under 35 U.S.C. 121 and 37 CFR 1.1.41.. The- 
•Examiner suggests that although the sequences claimed each target 
and-raodulaic expression of. the same -gene, the ins^tint Tntisense 
sequences .are considered to bo unrelated, since eac% 'antisense 
sequence i-s ^ suggested to be structurally and Vfunctionally 
indepenyent^and distinct.. The Examiner suggests that eac<h antisense 
sequence has a unique nucleotide sequence and that- each sequence 
targets a different and specific region of human induSibae nitric 
oxids synthase, and each sequence, upon binding to~human indnclble 
nitr.ic oxisie synthase, lunctional-ly modulates the expression^of the 
gene to varying-^ degre^es . ^ ' * . -^ " 

Further, j-.he F.xaminer "sugges'ts that a search of-more tha'n one 
(1) of.the-a-nt lsense sequences claimed in claim_^ 3_presen^^ an undlTe .„ 
burden on the%t1nt and Tra-demark Office due to fehe-comj?lex nature' 
of the search- "Applicants have been required to elect on^ sequence 
f rom"^ cla tin 3 . ■ . - ' 
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-Applicants Respectfully traverse this rejictiotf. ^ 
rn accordance wi'th-MPEP § 803, there are W criteria which 

- must be met for a propor restriction requiremont. .-J^he first .is 
that the. inventions be independent or' distinct; the" second is', thab- 

. ther.e would b/'.erious burden on the "Examiner if the restriction is^ 

- not required. ' MPEp' 802.. 01 defines "distinct" to •mean "that th:c "two " 
or more sublects as disclbsed are related, fo'/ exarnpre; as 
combination'- and ..p.rt fsu^cKimbi nation) therebf,' pr?>cess and 
apparatus lor its' practice, ^prociss and product mad-e- there/eVc, 

• Wparate manufacture, u.se, or sale", as cili^ed/ 

^ AND ARE PATENTAE^LF, (nove> and unobvious) OVER EACH -OTHER." 

All .of the. antisense compounds of ' claim 3 ^nhiVit'- the 
expression of human- inducible nitric oxide synth^^e? Thus, \ 
Applicant,; respectfTflly disagree that the sequences of^ilaim^ 3 . are 
distinct as being._ novel and unob-vldus over each other^'as required 
by MPEP 802.01. - " ^ ^ . - _ • -"" 

Further-; searching „the antisense compositions .^ns set fprt*i-.in '\. 
.claim 3 does not. present a serious ^burden to the-E^aminer 'A 

.search encJmpassrng composit«,n.^ which "inhibit therexpre'ssion'of 
' human induJlble nitric oxid? syn'thase would necessarily reveal 

prior art. references relatin/to all of the compounds and soquenoes' 
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.at issue. Accordingly, this restriction requirement does not^ieet 
both of the criteria required to be' proper. 

Recon..i.deration and withdrawal of thi3 restricCion requirement 
is therefore respectfully requested. ' 

However, in an earnest' offort:.to be conipleteiy Responsive a^^d 
to facilitate- pro.secution, ^.Applicants hav^" canceled claim . 3.- 
Ap-plicanL. believe; that this " am^ndnient is fully responsly.; Lo:^he 
restriction requirement, and that no election relating to c.lSi™ i 
Is further required* ' ^ - 



II. Restriction of the Sequences- Claim 1 - 

. ' . . ^'''^ sc^uence.^ listed in- claim 1 have -been -sub jected to V 

Restriction Requirement una%r 35^ U. S . C . _ 121 and -37-CFR L, 141'. The 
^■Examiner suggests that SEQ- ID' m:''3 and SEQ ID-NO:/ 17 lire 
- - ^ patentably distinct because they a^e^.unrelatea sequi^ces..: The 
Rxamirier has required the - Appl.canf.v to elect a si^^^e target. 

^ \. sequence- far^examination.l'Appdicants respectf ul-ly' tral^erse- thi .s 

requirement. * •■ ' ^ 

^ - ■Fir.sJ.^^ seL forth above, -^hs^MPEP § 803, requires \hat<^two 

. ' criteria... be met for a Proper- restriction requirement , .^a) that the 
; -inventions be independent .'or distinct; and (b) thafthere would be 
serious burden on the k:..aminer -ii -the restriction ir not" required.' 
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^ ^ The human -inducible nitric oxide -synthases of -SEQ '-ID NO: 3 and SEQ 
- ID NO: 17 are-targeted by an antisense-^-compound which' -hybridizes and ~^ 
inhibrts the expression of . human inducible nitric 'oxide-synthase . 
They are clearly related structures. Additionally, " the're would be' 
, no serious burden on the examiner to allow both sequencers t,o remain 
. in claim 1. - A search encompassing compositions which inhibit the-^^''^. 
^ expression .of human inducible nitric- oxide* synthase would 
necessarily reveal prior art references rel<ting to both of the 
sequences, at issue. Accordingly, this' restriction requltement does 
not-^meet either of the criteria re-quir.ed to'be proper. 
- - • Under MPEP §803.04, it has been determine-d that-normally, ten 
sequehces constitute a reasonable number for examination purposes. 
In contrast, cValTn 1 recites only fewo related sequejaces*. As 'such, 
the two sequjei^tces of claim 1 should not be subject -to- restriction . ^ 
"Further, under MPEP §803, if search.- and examlnatien of an 
-%,-^entire- application can be made. without se-rdous burden, the*" examin-er-" 
must examine i.t on the merits-, g^^en though it inclu-des^laims-^-to - 
-^distinct or i. ndependent ' iriveations . For all of the abov« retited~ - 
jreasons, Applica-nts' respectfull-y request " reconsri.dej^j3tionr -Jand-' 

withdrawal of the riestrlction requirement as-related to^-SEQ-^i-D NOst 
■ 3 and 17 of claim .1. 
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^ However, In^an earnest attempt to "be completel^y .res^ponsive and 
to facilitate grosecut ion, ^Applicants' elect. SEQ ID NO^: 3^ of ctaim.l. 



wi Lh traverse , 



D^l-*-'- February 1 2, 2003 

T.icata & Tyrr-eljT P.C. 

66 E. Main Street 

Marl ton, Nt\w Jersey 08 053 

(856) 810-15-15 



Reapectfuriy submitted, 

Jane Massey Licata - . 
Registration Nof 32->.257 



■a? AmtLABLE COPY 



Received (rom < i!5«8l01454 > at 2/12/03 10:44:1 1 AM [Eastern Standard Time] 



